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DETAILED ACTION 
Election/Restrictions 

1 . Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linl<ed as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 
Group I, claim(s) 1-23, drawn to an odontological device. 

Group II, claim(s) 24-25, drawn to a method in orthodontics for selecting an occlusion 
guidance appliance device. 

2. The inventions listed as Groups I and II do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: Independent claim 1 
of Group I includes special technical features that requires (a) a generally U-shaped 
arch made of flexible material and that has a lower surface on the lower jaw side and an 
upper surface on the upper jaw side; (b) an isthmus including blanks and (c) the lower 
jaw side surface having a lower wing which requires different technical features from 
Group II, which requires (a) measuring the length of the upper jaw side dental arch from 
an individual's teeth and (b) choosing, based on the measurement without taking 
separately into consideration the development phase of the teeth of independent claim 
24 in group II and vice versa. Therefore, a holding that these two groups do not have a 
single inventive concept. 
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3. During a teleplione conversation witli Dippert William on 12/17/2007 a 
provisional election was made with traverse to prosecute the invention of Group I, 
claims 1-23. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 24-25 are withdrawn from further consideration by the examiner, 
37 CFR 1 .142(b), as being drawn to a non-elected invention. 

4. The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product, and the product claims are 
subsequently found allowable, withdrawn process claims that depend from or otherwise 
require all the limitations of the allowable product claim will be considered for rejoinder. 
All claims directed to a nonelected process invention must require all the limitations of 
an allowable product claim for that process invention to be rejoined. 

In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR 1 .104. Thus, to 
be allowable, the rejoined claims must meet all criteria for patentability including the 
requirements of 35 U.S.C. 101, 102, 103 and 112. Until all claims to the elected product 
are found allowable, an otherwise proper restriction requirement between product 
claims and process claims may be maintained. Withdrawn process claims that are not 
commensurate in scope with an allowable product claim will not be rejoined. See MPEP 
§ 821 .04(b). Additionally, in order to retain the right to rejoinder in accordance with the 
above policy, applicant is advised that the process claims should be amended during 
prosecution to require the limitations of the product claims. Failure to do so may result 
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in a loss of the right to rejoinder. Further, note that the prohibition against double 
patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement 
is withdrawn by the examiner before the patent issues. See MPEP § 804.01 . 

Double Patenting 

5. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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6. Claims 1-25 are rejected on tlie ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-23, 25-27 of U.S. Application No. 10/563, 
886 in view of US Patent No. 4, 784, 605. Independent claim 1 of 10/563 894 differs in 
that of independent claim 1 of 10/563,886 which requires a generally U-shaped arch 
made of flexible material of an odontological device for guiding the occlusion of an 
individual, which is taught by the Patent No. 4, 784, 605 to provide a soft cushioning 
engagement with the posterior teeth as they contact the isthmus in the posterior region 
of the appliance to depress the posterior teeth (col. 3, lines 13-16) and therefore the 

claim is obvious. See the claims comparison table below: 



10/563894 


10/563886 


Claim limitations 


Claim limitations 


Claims 1 and 2: 

a generally U-shaped arch that has a lower surface on 
the lower jaw side and an upper surface on the upper 
jaw side 


Claimi: 

a generally U-shaped arch that has a lower surface on 
the lower jaw side and an upper surface on the upper 
jaw side 


the bottoms of the concaves forming an isthmus which 

separates the concaves from one another. Although, 
'894 is silent about the walls of the concaves formed by 
outer walls on the labial or buccal side, and of inner 
walls arranged on opposite sides of the concaves on 
the lingual side of the tongue, it is noted that the 
presence of the upper surface, the isthmus and the 
generally U-shaped arch requires outer walls on the 
labial or buccal side, and inner walls arranged on 
opposite sides of the concaves on the lingual side of 
the tongue as recited in '886. 


the bottoms of the concaves forming an isthmus 
separating the concaves and the walls of the concaves 
are formed by the outer walls on the labial or buccal 
side, and of inner walls arranged on the opposite sides 
of the concaves on the lingual side of the tongue, 


the isthmus includes blanks, as taken to be recesses 
for individual teeth 


the isthmus between the concaves having recesses for 
individual teeth 


the recesses contain uniform compartment that begin 
from the second premolar and continue towards the 
molars at least partly to the area where the second 
permanent molar will erupt 


the recesses consist of uniform compartments, which 
start from second premolar and continue toward the 
molars at least partially to the area where the second 
permanent molar will erupt. 


Claim 3: 

the side walls of the uniform compartments are formed 
by outer and inner walls, which have essentially straight 
walls. 


Claim 2: 

side walls of the uniform compartments are formed by 
outer and correspondingly inner walls, which have 
essentially straight walls. 
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Claims 4-23: 

same structural limitations as claims 3-10 of '886. 


Claims 3-23: 

same structural limitations as claims 4-10 of '894. 


Claims 1 1-23 are identical to claims 1 1-23 of '886. 


Claims 1 1-23 are identical to claims 1 1-23 of '894. 


Claims 24-25 are not patentably distinct from claims 25- 

27 of '886. 


Claims 25-27 are not patentably distinct from claims 24- 
25 of '894. 



Drawings 

7. The drawings are objected to because in figure 1 , element 14 is not properly 
pointing at the intended structure. Appropriate correction is required. 

8. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4). 
Applicant has used inconsistent reference numerals throughout the specification for 
claimed elements and are too numerous to list. For example reference character "5a" 
has been used to designate both side wall and outer wall. The objection to the 
drawings will not be held in abeyance. 

9. Corrected drawing sheets in compliance with 37 CFR 1 .121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
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Sheet" pursuant to 37 CFR 1.121(cl). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Specification 

1 0. Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important 
that tlie abstract not exceed 150 words in length since the space provided for the 
abstract on the computer tape used by the printer is limited. The form and legal 
phraseology often used in patent claims, such as "means" and "the," should be avoided. 
The abstract should describe the disclosure sufficiently to assist readers in deciding 
whether there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

The abstract of the disclosure is objected because it exceeds 150 words limit. 
Appropriate correction is required. 

1 1 . The disclosure is objected to because of the following informalities: Applicant has 
used the claims in the specification to describe the invention. For example, on page 1, 
"an odontological device according to the preamble of Claim 1 for guiding the occlusion 
of an individual" should be avoided and proper description of the invention is requested. 

Applicant has repeated such language throughout the specification of the 
disclosure. Appropriate correction is required. 

1 2. The specification is objected to for failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1 .75(d)(1) and MPEP § 608.01 (o). The claims 
are replete with terms that lack antecedent basis in the specification. Appropriate 
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correction is required. Applicant is required to use consistent language for all claimed 
features throughout the specification to clarify the invention. Applicant has used 
inconsistent language throughout the specification for claimed elements to numerous to 
list. For example, consistent terminology has not been used for the side walls, the outer 
walls, the inner walls and the front walls (e.g. 4a, 5a, 4b, 5b) of the dental appliance. 

1 3. The cross-reference(s) to related applications, if any, should be in the first 
sentence of the specification. An appropriate correction is required. 

Claim Rejections - 35 USC §112 

14. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

15. Claims 1-24 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The Examiner further notes that the claims are 
replete with elements that lack the antecedent basis. For example. Claim 10 recites the 
limitation "wherein the walls of the concaves are formed by the outer walls on the labial 
side." There is insufficient antecedent basis for this limitation in the claim. The claims as 
presently 

Claim Rejections - 35 USC § 102 

1 6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

17. Claims 1-6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bergersen (Pat. 4,784,605). 

Regarding claim 1 Bergersen discloses an orthodontic device for guiding the occlusion 
of an Individual, the device including a generally U-shaped arch made of flexible 
material (col. 3, lines 13-16) and that has a lower surface on the lower jaw side and an 
upper surface on the upper jaw side, and in both of which there are concaves for 
receiving the individual's teeth (col. 2, lines 35-40), the bottoms of the concaves forming 
an isthmus which separates the concaves from one another, wherein the isthmus 
includes blanks intended for individual teeth and uniform, continuous recesses (e.g. 
trough) for at least two teeth to guide the teeth in the required direction, and the lower 
jaw side surface has a lower wing constricting the tongue at least sideways, and It has 
been shaped to further placement of the device in the individual's mouth (see the 
provided figure). Regarding claim 2 Bergersen discloses the recesses (e.g. trough) 
contain uniform compartments that begin from the second premolar and continue 
towards the molars at least partly to the area where the second permanent molar will 
erupt (see the provided figure). Regarding claim 3 Bergersen discloses the side walls of 
the uniform compartments are formed by outer and inner walls, respectively, which have 
essentially straight walls (see the provided figure). Regarding claim 4 Bergersen 
discloses the compartments are shaped like continuous troughs, and the troughs are 
open from the molar side end (see the provided figure). Regarding claim 5 Bergersen 
discloses the recesses contain uniform recesses (compartment) limited to the area of 



Application/Control Number: 10/563,894 Page 10 

Art Unit: 3732 

the front teeth, and the surface walls of the recesses are essentially smooth. Regarding 
claim 6 Bergersen discloses the concaves have their own blanks for canine teeth and 
the first premolars (see the figure). 




wall coni trough 
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Claim Rejections - 35 USC § 103 

18. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 

the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which the subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

19. Claim 7-9 and 18-23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bergersen'605 as applied to claim 1 above, and further in view of Bergersen (Pat. 
5,645,420). 

Regarding claim 7-9, Bergersen'605 discloses all elements of the claimed invention 
except for a thickness of the isthmus. 
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Bergersen '420 teaches the variation of the isthmus thicl^ness for the correction of the 
overbite can be accomplished either by reducing the thicl<ness in the area of the 
posterior teeth or increasing the thicl^ness in the area of the anterior teeth (col. 6-7). 
Similarly, by increasing the thickness of the isthmus in the posterior region relative to 
the anterior region, an open bite can be corrected. The variation in thickness of the 
isthmus occurs in step because the thickness is different in anterior and posterior 
portions. It would have been obvious to a person of ordinary skill in the art at the time of 
the invention was made to have provided a varying thickness of the isthmus of the 
device as taught by Bergersen'420 to the orthodontic device of Bergersen to correct 
open bite/overbite problems (col. 6, lines 49-67 and col. 7, lines 19-42). 
Regarding claims 18-23, Bergersen'605 discloses all elements of the claimed invention 
except for the measurements of the appliance(s). 

Bergersen'420 teaches a series of differently sized orthodontic appliances which are 
each preformed to be generally in U-shapes (claims 32-36). Further, the dental 
structure of users (e.g. dentition) varies in sizes depending on particular users' age. For 
example, if the user is 5 years old, then the length of the compartment would be lesser 
than the compartment length for user that is older than specified age and vise versa. 
Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
of the invention was made to have provided the appliance in variety of sizes (e.g. as 
claimed) as taught by Bergersen'420 to the dental appliance of Bergersen'605 so that 
large group of users may benefit from correcting open-bite tendencies and tongue thrust 
problems using the appliance. 
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20. Claims 10-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bergersen'605 as applied to claimi above, and further in view of DeLuke (Pat. 

6,837,246). 




Bergersen'605 discloses all elements of the claimed invention except for the lower wing 
extending lower than the corresponding outer wall, reaching the immediate proximity of 
the mouth cavity, shape of lower arch, reducing the at point of the ligament of the 
tongue and outer wall on the upper jaw side surface partially continued upwards. 
Regarding claim 10 DeLuke teaches the walls of the concaves are formed by the outer 
walls on the labial side or on the buccal side, respectively, and by the inner walls on the 
opposite sides of the concaves on the lingual side, the inner wall on the lower jaw side 
surface being continued so that it is at least essentially aligned downwards to the wall 
surface in such a way that it extends lower than the corresponding outer wall to form the 
lower wing (fig. 1-3). Regarding claim 1 1 DeLuke teaches the wing has been arranged 
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so as to reach the immediate proximity of the base of the mouth cavity (fig. 1). 
Regarding claim 12 DeLul<e teaches shape of the lower wing, particularly in the molar 
area, follows essentially the shape of the lower side jaw arch (fig. 1). Regarding claims 
13 and 14 DeLuke teaches the downwards dimension of the wing has been reduced at 
the point of the ligament of the tongue (fig. 1). DeLuke does not explicitly teaches lower 
wing extends approximately at the point of the first molar to a distance of 14 mm as a 
maximum of the down side surface of the isthmus, in which case the distance is 
approximately 3 to 6 mm smaller in the area of the ligament of the tongue, however the 
figures clearly shows that the wing is reduced at the point of the ligament of tongue. If 
the wing is not reduced at the point of the ligament, then it would be difficult to maintain 
the appliance in the mouth. Regarding claims 15-17 DeLuke teaches the outer wall 14 
on the upper jaw side surface has been continued upwards to the wall surface in such a 
way that it extends above the gum line, and in relevant range because if measured from 
the isthmus to the top surface of the appliance is too large, then the appliance would be 
inappropriate for the user because there would no passage for saliva to exit the 
appliance. Further the size of the appliances corresponds to increasing the width and 
the height of the dental arch to make appropriate for young children thru adults (end of 
col. 2 to col. 3), thus outer wall is also increased in terms of height for adult users. 
Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
of the invention was made to have provided the wing of DeLuke to the dental appliance 
of Bergersen'605 for enhancing retention of the appliance into the user's mouth and to 
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encourage users to breath through the nose, and which can serve as a diagnostic aid or 
test device to access a patient's problems (summary of the invention). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to YOGESH P. PATEL whose telephone number is 
(571 )270-3646. The examiner can normally be reached on Monday to Thursday about 
8 AM- 5 PM Eastern time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sam Yao can be reached on 5712721224. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

YP 01/04/2007 
/Sam Chuan C. Yao/ 

Supervisory Patent Examiner, Art Unit 4111 



